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Benitec US Reexam Update 
 
 
12 March 2008, Melbourne, Australia:  The Directors of Benitec Limited (ASX:BLT) 
provide the following with regard to the updated Graham declaration filed to the 
USPTO for Reexamination of U.S. Patent No. 6,573,099 - GENETIC CONSTRUCTS FOR 
DELAYING OR REPRESSING THE EXPRESSION OF A TARGET GENE ("the '099 Patent").   
 
The communication lodged this week brings to the Examiner's attention an error that 
exists in the Declaration under 37 C.F.R. §1.131 of Michael Graham dated 24 April 
2007, submitted in this merged reexamination proceeding.  Paragraph 9 of that 
Declaration contains a description/exhibit that is incorrect regarding an aspect of 
certain embodiments of the invention, i.e., the stuffer fragment.  Accordingly, a new 
Declaration by Dr. Graham has been provided.  
 
This new Declaration shows conception of that aspect of the invention before the 
critical date, 23 December 1997. We believe that the error arose in preparing the first 
Declaration submitted in the Reexamination, filed 28 November 2005.  A copy of the 
new Declaration is included with this release.  Due to the file size, it may be more 
convenient to obtain a full copy of the filing on USPTO PAIRS.  
 
Benitec has rights to all human therapeutic applications for the '099 Patent and the 
other related patents in the gene silencing family in the US. These include patent 
application nos. 10/346,853, 10/759,841, 10/821,726, 09/646,807, 10/646,070, and 
10/821,710.  Benitec is confident that the gene silencing claims will be further 
secured through the reexamination of the '099 patent and these related patents or 
patent applications. 
 
Background on the US Reexamination 
Nucleonics initiated a third party Reexamination at the U.S. Patent and Trademark 
Office ("USPTO") on 4 October 2004, providing the USPTO with art it asserted 
invalidated the '099 Patent.  The USPTO rejected the claims based on the provided 
art.  Benitec successfully overcame the references, and the USPTO withdrew all 
rejections but instituted new rejections on additional art it had uncovered.  Benitec 
then filed a response, which it believed overcame the rejections of Record.  
 
Nucleonics then requested a second Reexamination, adding art it asserted invalidated 
the '099 Patent. The USPTO merged the two Reexaminations and sent out an Office 
Action. The USPTO withdrew most of the earlier rejections it made, modified other 
rejections, and added rejections based on the art Nucleonics provided in its second 
Reexamination request.  



 
In January 2007, the USPTO issued a non final rejection. Benitec reviewed the new 
material and believed it did not raise any issues that would preclude patentability of 
the invention disclosed in the '099 Patent.  Benitec also believed it has strong 
arguments for overcoming the art of record.  Benitec responded to the rejections 
found in the merged Reexaminations on 24 April 2007 after a 1 month extension was 
granted. Benitec believed that its April 24th submission fully responded to all of the 
issues raised by the Patent Office and persuasively explained why the prior art did not 
anticipate or render obvious the claims under Reexamination. 
 
On 3 August 2007, Benitec submitted a summary of an Examiner Interview its patent 
attorneys conducted with the U.S. Patent and Trademark Examiners responsible for 
the Reexamination of the '099 Patent.  A supplemental amendment was also filed for 
procedural matters and to update the Examiner of proceedings finding before the U.S. 
Court of Appeals for the Federal Circuit regarding the Benitec Australia Ltd. v. 
Nucleonics, Inc. case and the European Patent Office regarding patent application no. 
EP19990910039.  Benitec had requested the interview with the Examiner in the normal 
course of the Reexamination to discuss the response filed to the Office Action of 24 
January 2007. 
 
Next Steps 
It is expected that the Examiner will review this new material and respond in a timely 
manner. 
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About Benitec 

Benitec is an Australian biotechnology company focused on licensing its extensive intellectual 
property portfolio and developing therapeutics to treat serious diseases using its proprietary 
ddRNAi technology.  Its current therapeutic program is focused on Human Immunodeficiency 
Virus (HIV).  For additional information, please visit www.benitec.com.  
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